
t 
''-' 

c:c,'.loJ<e F:: v 

Hardie E,i:rys cJ, 
Th,:.rp ,J 

22 and 23 Ap~il 1991 

lSc/91 

JtLLEN S, EANFUIIJ[S LIMI·!'ED 
';"- ,;, --r·•"''C) ~ 'l' ,[ . _. f'i, CC• i:·nc, ]'." ,:::;, ·!- p.:::i--},.._ P. 
~ ,_.\..1 111:- CJ«·_). .I. • - /': •• ~ •-· •• ..J •' 

England having its 
registered office at 
HorserH:'.en EC-":JS/2. ,, Oldfi·2:2.d 
Lane Kort~, Greenford, 
Middh.,s,ex,. UE,6 OHB, 
E.n,gland 

(?-Ll~i}{() Gl~~()tJP' r~II~II 1I'Er1i . l5 
,~'0""1·r,, .,, .,.1, r ·l 1· c1~,r 1~,c,,~~,1-,;,.~ 1.' n 
lac~ _.,,.c/ct t_::;1t.J..J,_.C:.J;, ...,., .,. , ....,I_ ~ Vl.., U, """~'"'"•..,,IJ;. 4 ,._ 

England having its 
~~gisterea office at 
Clarges House, 6-12 
Clarges Street, Lendon, 
{r,;il:J/ 8,DH 1• En9lano, 
Fh.armacsutic:al Comp•,cny 

TI-IB :C)@MHL$SIONER OF 
,, . - ., -·-· -------

First Respondent 

I,IM:1·ED a corrrpa!ly 
inc0rporatea in New 
Zesland haviLg its 
registerea office at 
Leanard :Road, rfr 

76 

~tile]Llir.i 1gt,c1r1 1" lJ~,.11cJ-,~]~a.11d Jr 

PharmaceuLlca:1 Ccmpar:,,y 

Second Respondent 

1:J tJ, VJ~ F Qj J3r-c;,1:.~rn 2111{1 ~r a· F ~ . .ltLr.tJ1t1r f,r)r ltppella.11t.s 
Solicitor-General J.J. McGrath Q.C. and 

C.B. Littlewood fer First Respondent 
r:f 0 E ,., I=Ic)d6(3r f 2 c1:c t~eccir.:.d ftt:~:;:q:~c)Il 1J(Strrt 



E;,ackq:cound ----

The appellants ( 1 Gla~c 1 ) aze the ~espectivs petentees 

19852~ ~elating to the antipeptic ulcerant ranitidina, 

Ellis J. delivered on 17 December 1990 dismissing 

by the Corrnmissioner of J?atent~ unC:iiaic s, 52 ( 2 )1 IJ;f the P,atents 

Act 195: that Pacific Pha:tma.c:eutic.:l'ls I.rirrdt.er.:! had made 01Jt a. 

licences ~nder those p2tents. 

I find a. pr.1.ma faci.e n:1SP rtn tT'".ia 91hr,•,rp four ai;1 c,ln'"' 
~urir?a,r C t: ·, T Q1 {, l"<=>-"~ - T\U~' 1:"'U-·a···nt"" fO, ,;;(•" .~ '1 "l ~' 1 "'l: i .~tJ' ·•1~t- • 
, ''-U~ t.._:,){,.,,.i·.,:,-,1!;, cJc =<,.__'V·i..-~ Jt'' ,_,;:;. . ., • .., ,~- A.:.:c;;:J .J,.-...~.,, !\"'"/ (n<,J.,C...,, 

·1--he· 1 r,,1'")1~.::,ed -~o adt•,=crt i "·emer1t 2nd i"i~,ai- th~ a,,0-1"' ,--.,.·,~·r •-). .. 1 .~• , ~. •-7• . {,,. ' ", 11 -- ~ -~• i, L- , .. , ,. ~,., .! ,"""'1·., ~ ..._,. ,!:' .i.:___ :"' L,.~G.L~·· i_, 

se:rv1·e CC\Ft18S of ::ri1S i:Ji::rc~s s;, ft)Il t:t~_. 1e pa 0 C. 1erl"!·:ees ,? ,o.nc~ T.!}e 

Director General of Health. 

( Signab.:r:Ei} H, BCR"i'ON 
2:G/-7/90 

vrii~a facia case, i~ the Patent Office Cournal. The 



a11.·,:,w,,~d ti.·o mcnths for fili,19 wot.:.ce c.f opp,osi t:.on, bt:t 

instea8 cf or in advance of o~pcsing the applicaticns on the 

natantees have brcuaht iudicial ~eview 
~ - -

!997 respectively. As to the possibility of extensicn, see 

2 N.Z.L,E. 46 and Merck & Co. Inc. v, Pacific 

the pci::1t that in ·::he applications :rna,518 on or 2:bout 22 June 

managi~g director of Pacific, it was said that Pacific 

int,endeti to sell i:·anitidine ir.. Hew :Zealand at ::;57, 3::1 p,sr 

unit and that the prise chacged by the originate~ was $63.70 

th1:d:: as from l2 ,J,.mra 1990 

Gla~o had reduced its price to wholesalers fro~ $63.64 to 

Depart~ent of Health red~cing to that level the 

G~axo challenged this reduction by Hi~h Court proceedings in 

wholesale price fo~lowed. 



Mr Kemp's affidavits of 22 June 1990 included the 

:fo}J.oi,;in9 para,;rcaphs °'' th•ai.r Lumbering L,ein.g th2t in the 

first of the t~o affidavits reproduced i~ the case en 

27" :t-•121 ::,:,,alief tir1at ;my comp:::iny wj_ll be able to 
;:rup,pl.y HJJJUTIDINE i.:'.l Hew Zi~;:,dar:,,d !?1~':CScurnt t.:1 a 
C<)rnpu1sor:;{ licence at prices lm,11ar ·l:J.'lsn th,a prices 
presently bsing charged by the patentee, is based on 
th€: fo}~lo,d.r~,g: 

28. Pacific has a strong history of ptov1c1ng 
"generic productsn in New ZealBnd at prices lower 
·t I1a· r,, 1~•,hn ,,,:,e ,,.,..f ·t-1"1,,ic:c ,,,,, 1•· cl ,q ,., ;r• ~1 "1:,,•1~e1i"1'P°I"'"" I .. ,,, r 'l;'',?'),.:.U"'~•:- 'M ~ J~ h ,,l,~ ~_,__, ,b,,~l\o.;I~_,-,. "=-·' -.l 1. __ ittJ1 c'.La-...l.:;j..'L...4.-.,Ct Jl.:"!;,,J. "'° - JL.._., _ _,,~'%.,-" ""'~ J':'J,.,<,c.,0U .-,,_,,.,"'~ ... ,~ • .JL.f--J..J, 

~,;rl-iic:1'1 El~/ c;c~rr,1i;1ar1Jt 1 s 1;:~e11eric 1:n1~ 1:i111[Juct.~['. e::clrt\!,)t2:tia ~, I:1 
gsr:er.al Pac:::fi.::; has: been able to provid 1e ffensri,c 
Droducts to the wholesaler/retailer at least 10% 
-1"' '1-""'I'' .. ,,::,iy1,~ 1"'nt 11 1,.,,r,•,::. 1~ 1· "1 r•""' 01 "'e t· 111ar, •t,~ 1··,::.+· "'"'''~"'"] ,!/ ,,,,,,=, h·,n \ t.,,.•_. J. :J•·°"'=''.t... 6--'b,,.. ,,. I ii_.~~11"-'-'.t... .,1. Jl:"af... .ct,_~· .t,,, . J.c1,. , J."~ ~"", ~~t~-•r ... i •..,..J....1:,,- 11o<1 J...J' v 

tbe p2,trent::i=;e or the pa,tenbee:' s subsidiary:"" .irhe ~ 
presence of a generic product on the market operates 
to prevent the patentee from r~ising its pri~es. 

29. In my experience the introduction by the 
1'"1"" r, e1· ·i c:• IT·' ·"'·1"1'1 ·1 "cc.,, ;::,.I···,'· 1'"" ·,,.. c·, -f "'·' ,,-,·en er { ,-. "~ ·,'."' ,,,,,')p ,~·t 1 11 
:..,;.;;.··~ ... C~""-C•. ·I- 11-., .. d...,1.;;t-J..,,..\ .. _.( ,!;.Pd,_, ..__ 1.,.,i :, .._... ,,j..l_, Ji)"--=~-~~~'IZcc,-,,;,,,. ~"'-, 

ccmpstitio~ with the origiLal branjed frod~ct has 
consistently res~ltad in reductions in wholssale 
}-•,ri' ce:.-• ':.C'',(~ •c• r,r1+1••1~,1, C' ,'°'<Tl •r••,.•i-~ ,er~• •! r,-1••,t::.~ "'IW.<;;' crJ.,,i:,, .-:'.... 1_.::, 'ui1.1 .. _.- -~ ..... t,.,, _ 4....J,.. ~~ v·J .. z1 t:' ·1t.. ~ ..... ~ .J, '-'"l...,.__,. ... ~er..,., ._ .. c.,_,1 ,t, l.1 _. 

prescriptic:i:1 p1:::i.c5~11.q sch1sdul 1e ,o:r,c)ouced bv the 
r ' "'· , .. ,.,,, r ~- rr•;;.1-1• t o'" • P ,,, ,:,lf 1:r, 1- !, s·I.: <:' 'r' J1,0 ~ .,,,, r { ,,_,""' •·,i·r· · 1· ;::. 1-:, ., i- ••1 ~ .-.• J_ •ir,;;:.!_,"'"---·""'"'i.,,,1~~~ ....,..J.... .tolb,Y ,..,.,o . ......., ..,1i,.cf> ,,.,v·-.- L,..,,. .J..·1,,.,~'""" t J.. \c,,.._,,,, c!..oa""" t ___ ..,__,_ 

pay b::, a ph;a,rma,::;'.is·:c fo:r a part:l.cv1e1,r pharma,ceutical, 
If two cor,ipcmies su:(::ply ·che same rr,edici.ne cor.t5in.:tng 
t.1-:.e san-te ac~'-ti\11e i1)sJre1:iiertt·, ar:,~ or.t 1e of -•tl1. 1e1r. is 
oreparsd to sell it at~ lower who!esale price ttan 
-t~!~-0+her ~~JO ~[A~1~1~ DPr)~v+rr,er1t ~11·1 Qpt. rr{n~ ~ ... i;:;; , __ ,, ... ~>L• - J.' ~,& ,-..,P ,k, "'--~ 1_,_J'_. ..,._ -'1:-' .. .J,..-. I.,. ( ~ L' cc .L..-..,~ ~--- .... ~ • \r,,', 1:''cO..., .,J,. •~st:;;; 

based on the lower cost to be charged for the 
;;:;,edicir~e .. If tl1e :n1;1,rn.1f,=1ctur.er cir cHstr :Lbutor of thr:c1 
tl:.ghrar pi':'ic:e-~a brand • CT• 1$S not ns,duce :L r.:s pr lc9 to meet 
t.t1at: lt:.·\fre:i: ~c_:c~s·t J' 1f:( npar:,t: c:r1~rqe n 15 ~;et, O·rt t.tiat: 
~rand, which is paid by the patient en receiving tne 
d:1.2;:::,snsed presc::::-iptic:~1. 'I'he facts of ·,::cmpetit.::',.0•1 and 
the-disinc~ntive provided bv the oart cha~oe 
~c•r,~t~~~r,t 1 ,, ~~~,-~~e 1.'r1 rr,v·=yppr~er~p ~~-1~,~,e1· 't,,.,. ,·..,J~•--~\..~•,.; LIi,_.,_, <cJJ~1.--.a:,.,C,1t- [ .. 1.7, l"'"o"·· .,.,-,1=.;.1;_:;.,,c...:,\i..,.,- ... _,, ,_,i,..., --~-)-l ~ 

pricss and certainlv to inhibit recular orice 
~~cr0~~~oc ;sh~~~ 0~;~.i~ m~1j-~ri1~= ;r~0r~-~i1e mar~Pt ..t.., .. J .. _ ... (.'-i~_,,,,,,J ~f\l.,,·--.l.l. 'to,A ~,t-.--c!.-•Jl,,-.._ ... ~ C:: ~~•,_, __ , .1:,\-~ ~_,,ii_.,_, 4 _.,..,1. l-• .... .,.c,~,,:;..,_.,_,. ,,. 



_;,. .. 

30. I have annexed heretc an5 rnarkad with the 
:usttsrs "'<JWK-5 11 11 tal:i11a I h:e.,Vf'o preDan::,d shci;,'in9 the 
d:i f:ferenc12 i.n :&-rice:! ,c;:.,f e: numbe:c cf- -pharrr,a.::ieut.icals 
bed:we 1en Febr-Ja.rv 19EHJ an.a E',::?.bruarv 1990 showinci .in 
each case how the :tnt:~c•,duction of~ i:1~ com;pettti·ve 
generic product has maintained or e~en reduced the 
price oveJc:- a 10 year period of :ligh, c,!1!1::Jal L-~flation, 

31. My t,:a:npany ir::tends to :9rovid 1e RltNI'I'IDDi5 i.n th.a 
fcllowin,9 fo~mulat ions 1"~n'3 at: the fol.lowing whc-lesal•E: 
prices in co~parison to the patente9 1 s New zea]a~d 
Stlt~5~~Ldit:i!:'\,1 ! 

l ."E O ,TI\;' :K 6 G 
3,C'!O rr,9 x 20 

$57.33 
$57 (, 33 

$63~.'70 
$S3"7(J 

affidavits le has explained tha~ at 

the time of his original affidavits he did not krio~ of the 

r:e9uction .in ·:he G:l.axo p:ric,e brcugl'.,.t .about by the D.spa.rtment 
if 

of Health, Jl.n aff1davit swo·rn by him on lf? Octc,ber 1990 

1953, 

f,; ~ :n m~~7 jB~.ff'i.deJ,'lit stfJc~:.:·11 ic:trl 2::! t,J1J.J1is~ 1990 F I 
i.::-.>!~:Lc2:b~d th~.t my Ccmp~ny c:culd s:811 }1a!.1i ti. :lin12• at a 
price lower than that sold bv Glaxo. Now t!1at I am 
a,~are of the loocer price of Ranitidine sold by Glaxo, 
name,l.y at a price cf '~S3.53 for both the EO x 150 m9 
packs and the 30 x 500 mg tablet packs, ! can say 
thet my Company will be able to sell Ranitidine in 
New Zealand at th3t price ana most p~obably at a more 
,2:.ci::>aa.rnic:.a1 price,. al though ar:y lcwer pr ic:a wi~ 
6,e"·e,,.r. t·.~r·n t'·!.,-1,,::,, •1·1·1~ c1,·,;,,r''""•·e: ··•·f ·t'-,::, .•-,-:,C'Crrulc:,n1-·1, 1 i lr---er1-e 1c,,;; .!:"' -,J..,.., w:l':''U.1. .L, __,_, 1:..,, .• t-, ,,,,,1r,""=llt""- t .. ,. -..if, .. - 1-·~ ... ~',t'· • ~r~1,_, ...-_JI =~._ ,. I._. 

v:hen g:r2:nted. 

Sections 51 and 52 of the Ne~ Ze~land Patents Act 

in terms copied from ss.41 of tL.e United 

Kingdom Patents Act i94S (~hich Act ~ow a~plies to old 

patents o~ly), read as follows: 



( 1 ) 
this 
( a ' :, l 

Invention& rel~ting to food or medicine, stc. -
w~thout preiudica to the fcreGoi~q provisions cf 
i", ·•- •I- " ';,._ • r °'.:, "' ~ t· .,, t ,, <::! , 1· ..p -• • ~. ~, ~ -: :. , ... ~ ~I"'+· , .. 
.t.1-\.., ,11,, .. l::: •• e C: pc,. eL .LL.' .l..J .... •-·t "~e .LI! . . 1.ec::>.t:,'"----· D·r -· 

A sub8tance capable of being used as food or 
rnediciru:::) en: in the proc•uct.ion of fcod or 
xnedi::ine,~ 1~,,.,.., 

(bJ A process for producing such a sutstance as 
.af l")l: 1-es.a.t;j .: ()r 

,f c )i li,1ty inverrt.ic,r:. capa,bla of be:ing used c1S r.:,r pciri:: 
of a surgical or curati7e dsvice, -

thie C1:i,mmissior.tEr sh,all ,, en applicat.::.0.:1 11_1ad,e bo him bv 
"""",." r\1-'""1<''"",-,,1•iv1;,.,.,, .. ,..1""""1"''"',(II ,/"t•·c~,;e,r t'r1e '"'1',i";"Jr.•"· 't'"r1, ;,.1,-1.~, -•~'-~'1f 1;:J·!",,Pulbb.J'!;,.,Jt l .t L? 1~L ,-.;Ji .~.,i-,_,.,__,, l' ,,,,,-!., .. ,lc'f;;i,. =, ... 'o>' L1,i..,•~·-~L- , '\.,,I l..-Ji. t,, 

a,cp2.ica::it of a. licencs uncl"er the patent i:m such term~; 
~~ ~lD ~h~r:•~~ &~~ ur1~~~ 4 t •r~P~·r·a ~" ~~~1• ~~a~ ·th.Q• .... ~e ),,,J,t,_.,.•I 1- I,,_ l-,, -h,, bo•'L,il-1' .L .J., l-., 1l c.,,Jlc,/4. -.,.,d.;;J· '=·' d.,,.' ·U .t"'jJ,"'.""'l 1-,f'..l 1c.,; f.,_..11,,._JI J_._c.1-.;,,d 'b>..1.,L P..c~ . _ .. -

are gocd reasons for :refusi.:-19 tl"~s a;:?pLLcat:Lor::., 

i; 2) In s,~t·:.1 tm;; th,e tet"IHS of J . .i,::emc,::'!s unde::- tI1is 
section th~ Commissii)ne:r. slHs,11 iand!~av::iur to s,ecur,e 
that food, medicines, and surqical and curative 
fi.evic:es s.h,cill b:e ava:ila,ble "i:".:~1-· the public ,::rt the 
lowest prices consistsnt with the patenteesr deriving 
"' i-r"' ;:, •t:;• F', 1·1 ca, 1-, ·,. " "'' -~."' ., '" '" t;"- :,, l"f"" ·1=-r· 1""1·"'"1· •1- 1•..,, e., 1•· •·•· ~;, .., -'· e,y•, ·lk ·1,~ ., s·r1" ·t '" r .• 1 :... -·•-lhJ11.,,.r 'wt. ,,Jt...J1,..•,.,_,~ ;R....t.·w1 -1i c:;ulJ 1:;..i:~:~ J. •1,-.,·t:J.., t.: ... x,.t1.,.~ ..J.. ~),~J.. 11u,.l1;,:;;,, L .,,,_, ~~ L~I . .tl. · ,..;), ~ 

( 3'} A licenc,e ,grzem:ted 1_.1:nd,~r this 11:mction shc,ll 
entitle the licensee to :Tiake, use 9 exercise J arid 'ii't'i!nd 
the invention as a food ,or rn.,edici111E;" or fc.r the 
purposes of produc·:ion of food or medicine err :eis part 
of a surgical or curative device, ~1t fer no other 
f.!i11.rJ?::J;eSeS q, 

r: .~ ) 
the 

A licence gran~ed under th!s section mav 
lic2nsee to import the patented article, 

::2, Prc,c~~c:itu:,e :::,x1 aypl.ica.-U .. a.n. under r:,ac;·!::icns 46 ·co 
51 - (1) Every applicatic~ under section~ 46 to 51 
of this Act ~hall specify the nature of the order 
sought by the applican~ and shall contain a statement 
{ to bre. Yer:ifiecI in such :r1,:c:,n.nez as m21y be pr,?scr i.bed) 
setting o~t the nature of the applicant's interest 
(if any) and tha fects upon which ~he application is 
b[.:..sed ,. 

,( 2) t.·•1h,2.::-e th•~ Comrnissioner i.s satisfied,,. upc-,n 
consideration of any application, ~hat a prima f~cie 
;.~a:3:e lrns ~;,2,e,1r1 made ,.:.i,u·t for thre rr,.:::k:tng of an order, h,.a 
s~all direct th2 applicant to serve copies of the 
:= -)·~ •, ' ,-, .,, +· '~ r,r:,. ., ·,r. ,..,,.. /. ','. .. , .... ,r-,"" -.··"' r·1·t~ ,.,.,.,,,,_ :,,,n..:J ;-.. , .•. •;f ;:.,, ·1· 71·"'-r -,~,_,::, r ''-~,...,,~"" , .. :J:1-:_...-.,~~-·c, •. , ... ~l.,-, ,:. ~ ),=",_':..1.-. l\ ... .!.l,c J":'-~u,!=';;;..J. ,,~---- ,,d ... f ... \ ,:i ...... ,.,1 .._,, ......... .._... .t""-·,,_ ~-,""'.1i.J~,;J, 

_;;,~~•J'~tr frr,r; t},~ r=g~~-t~r ~f n~+~r1i~ t(~ )')P. :::l _ _, l:' ,_,,._,. i_ -L, :-.i': --- ,~ •• .ti_. ~ r- .J....~ r~~,~ '-.,, .. _ ;{:' ,1,'.:;l i.,,- ,...,,1..-.,. i.; ii::..~ ""' .< --' ,,.,,, 

... •:·,:-,,r,e,,-•t,;:;;,.;;i '1 r.,t·'"t::. ... ,::.,t~,::,,-,+· irl •r-=.,,;-,·0·"'1"•-'c •·1·F r,"]·1°' ,~,tl ~-::-1e 
+.._,. ··-· .-,.._ r;;.::, v .J ~--. J:. . .. J, ,,_ J··"'' ,.-... ,1 l,.c• .......... ~ ~ ""' ~ • _ -~ '-'· .._,, I,_,-- ~ 'i. .. - l r' . . .J.. ., ... • l ..,_ _ 

gn1~l~r9+•"~ i~.: ·11~l~~ •n~ s·]1~,~ ;?1\~~rTi~~ ·t~P ~~ :•---~'""""'""{ 1b.<>.J..•...,,•J••'.• --= J_,~._cJ ,l ~ t;' "-t.o,,...,.I , ,QJ~..L.- ,._I,. '•-•-.,,c 1_.J,.(:, '-""" ,,l,i•c,,. 

.a:pr)1it:.a·tif)11 iil t.tle ~Otlrr~aJ .. ~ 



r3 The patentee or any other person desiri~g to 
o~pose the application may, ~ithin such time as rnav 
11-;; •. ri ·-ec::- ::- 1•• ~ 1··, =-;J r• r ,,,3· ·I· J•,, 1" ,.. ·:::.: J 1·· ;.., f··, 'r·t 1h 1'-" r l i !"" "''· c'! '"' cl--1·1 C .. ..,_~>- 11..·.L ... ,-•J.,...J..-1 .. ·t'~,-...::: ,.,J·.", "'··=~•· .1,,,t a..L,.-•.t.J. _,-=4~,,,~ .. .t-~ -~~.t.~ ·•~fl • .., J,..._.;,.r,:;, 

/"'1o··rr,;:::, ·i '"'c:::' r11,•, Fe,. --,,,-1-··'lt ,·-1~1 "'1,'"'J'"' ! ·l ,~ ""ti1'"'JI• t m~ a:! t"" ,·=· 1' +- he, r·· i,~ ,=;, -i•=c ., .. ,"' ~- l:i~k....:...t..:;11>c.-.J..'l,,,,~"-'->= ~rO.J' ''="'·--• '-tdiJ:,,l:'~-..1.""-''f.:.J: .., ·~ l,~ ,Cj ,_ .,_ _,..,.t_'""-.~~:;. ...,.,11=~.J. .• ILv 

er after the expiratio~ of the prescribed time1 
;:JJ.c:w· ,, gi v,~ to th& 1Cor:1!-r,::.ss:Loner notice of opp,os i tiCJ~'1. 

4) .Any s:.1ch notic12 .of C:-J;J;"C'8J:ti.on sr1all con ta.in ,1':! 

st.atem,:::::nt ( to he ver.:tf l,ed in ~,uc:h 1.12,nr1,:or as :nav be 
[ ~, : ~ "'• t • ., ~ prescribea, setting cut tne grounds on wnicn the 

appli=aticn is cpposed. 

( S) t1Th&r,s ar .. y such z:1otice of opp,,::-rsi cic.n :is d,,1ly 
rgiv,:::n, the Ccmrniss:Loner sh.all r,.,z:::ti.fy the. c:1p·p.:U.cz.nt, 
and shall, subject to the provisi~ns of section 53 of 
this Act w!th ~espect of arbitration, give to the 
appLlc,:::nt r::tnd tt,e cpponent ,rn. c;;:pportur:,:Lty t:o be he•ard 
before deciding the case. 

These ~ppeals are concerned only with what is 

prima f3ci0 caee on an appl~cation Ufider s.51 of the Patents 

Act 1953. The~ a~e ~ot concern~d with ~pplicstions coming 

prima facie ease ±er an order under any of those sections. 

Se~tions 46 to 50 are directed tc abuse of patent rights, 

failure to work the invent!on, a2d like matt&rs; whereas 

prima facie case will ~~ry according to the section under 

w~1cn application i~ @6da. 

Secti2n 51 op6retes as 3 limit ru1 the ri£hts of 

pa~entdes of inventions relating to foods or medicines or 



8" 

surgical or curati~e devices. The philosophy reflected in 

it is plainly that it is desirable to restrict ar relax the 

monopoly rights granted by such patents. Section 51(1 

to an applicant who is a perso~ interested (an ezpression • Y 

wide scope in this c~ntext), unless it appears to the 

presumption is in favo~r of a grant, 

Section 5lt2) states the object which the 

Commissioner must endeav1:)u::- to se::::11re in settli:1g the tc-H~ms 

of the licences, n8m~ly tha~ the medici&es stc, shall be 

a,vcilc:ble to the p1,,;;bl:~:;:; at ·:::he 1ow:9st p~:Lces consistemt wi tb 

th(:ie 1')cd:entseS'' d,ariving a :::easonable ad'lc:ntage from thieir 

patent rights. The latte~ words afford protection for 

a likelihood of the lowering of prices~~ of the hclding of 

pr:ce:s, Pr ice f't".ct:i:cs m1. ... st be impcrt;sr,t fo:r :-.he purposes of 

the. sectic.n ix1t they a:rG r:r.,t the cr..J.y relevar .. t fa1ctors. 

1.:,•cality o:E tba p:::-oauct, wider c,va.i1abi1.H:y, sp1sedie,c 

other ~dvantages th~~ could flew from ccmpetition in 

::.Lrgur..ent i.11 th.~_s Court., the sect.ten is concerned to ::re.ate a 

cli~ate c,f ccmpet!tion. 'Ec'Ei,~-:t:Lc,n 



7he section casts ~c onus on 3n 

3f"•pli:::ant t:.::i srir::.1w p:r,ec.:.sely how public benefit r,;i.11 Lc:s·:11 t 

Section 51 does not sp&cify what m3y be good reasons 

fo::- refusi.r::9 an 1.:1ppl:Lcat:Lon, The Comet. shoul{; r:.o·c . .att•~mpt 

Cornrrdssioi::er W,?J:f! Sr.:ttisfied th::1t the 1::pplic::iat 1acked -:_:be 

There fppears to ba no 

suggesticn of any such reasons in this case. 

In theory, and not necessarily in this case, there 

price or in any other respect Noule be likely to be produced 

by a co~pulsory licen~e. That, though, would be a strona 

covered ty s.52(2), only in an exceptionally clear 

·1ustified 
~' 

in 

deciding t~at the applicant had ~ot made out a nrirna 

case on ths ground tbat no p~bli= benefit was li~ely ~o 

resul~ f~om competition. Because of the structure of s.51 



HJ. 

the threshold for a prima facie case on an spplicaticn unde~ 

:i.t can.not be higl'L 

Ths :::·o:regoing obse1:vat:Lons ,:'ire. to much the sarae effE:-::t 

(3d; 1,. 6,, 

possible price as a con~iticn precedent to the 

tl:1e c1ctual ::irn.rket pr.:i.ce resulting freirn compatition:: that 

the scope of the licence was not limited to the price 

In this Court Mr Brown for the appellants con~eLd&d 

genisra1 purp1,JSEi and stn.1ctu:-e we:re simili.::ir tc tb.ose c,f our 

s.51. we a=c~pt Heald J.'s ob2ervations as i~ point and 

helpful., 

expose~ a patentee to a conte2t which, to 3dapt 

trib~n~ls. Like counsel for the respondents, we accept that 

s~ch a finding is open to judicial rev!e~. 



lL 

t0 ~e based on a mistake or misconception of fact, tLe Court 

Daqanayasi v. Minister of Ir;;m1.:LrJraticn 2 N.Z.L,R. 

But, when ss.51 5n6 52 ar~ app=cacted in the way already 

described as the b~sis or the p~obatle basis of the 

us_,, warrant 

p:rel:Lminary sta9r~ r ti:i1.1s cc,mp,ellin3 the appl:tcan.t, :~f st.:til 

willing, to start afcesh. 

I~ the instant case the details of the compar?tive 

unimportant at the preliminary stage and perhaps even at the 

comp~tition between patentees and 1 9eneric 1 drug suppliers, 

jeposed to in paragrephs 28, 29 and 30 of Mr Kemp 1 s 

Mr B=own makes the point that, in the exam?les alluded to by 

Hr Kemp, the ge~eric manufact~rer tas not had to pay 

royalties to the pa~entes. Tje amou~t and the l!kely ~ffect 

invsstigated at the stage of opposition. 
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'' ·ci~te. 

prima racie case for an crder, Ellis sJ, w1::11.t fm:-·:he!:·,. 

obliged ta find a prima facie case, as the~e was no 

3uggastion of any ether 'aoDd re5sons: ~apa~t from prlcing) 

for refusing the application. The 'correct information' ta 

whic~ the Judge referred includes. as we understand hL~, the 

effect that Pacific will be 1:::r.,,le J' ,::::o sell at 

than Glaxo's present We agree with the 

Judge: for, in the light of that evidence and in the 

appl1cat10n, the policy reflected in the Act would point to 

the grenting of the application, and a fcrtiori a 

that the incar=ect details of the price structu~e ~ere the 

p~obable that be was not pri~arily concer~ed about the 

correctly, with the likely seneral ten62ncy of co~petition. 

That is enough to jispose of the sppeals, t~t it 

should be a6ded that, subject to possible statuto~y c¾~nges, 



which appl~cations for compulsory licences for drug pBtents 

beco,r,e mere com:nc,n, On be:ha1f of the C'.Grrl'ni.ssione.;:- the 

Solicitor-General. while refraining from making submissions 

on ~he merit~ of tte present cese, drew attenti~n ~o t~e 

danger that the prospect of prolonged litigation m3y 

limited use of the section !n the past suggests that there 

iT(c:y be so.methtn,g :ln this c::pprehensi:in, 

The poi~t is illustrated by so~e of the history of 

injuncticn, was granted by the ~u~ge on 23 October ~g90; 

befor,e 31 Jcmua:ry 1991~ on 25 J'anuary 1991 he granted a 

whether any of th~se orders was apprc?~iate. There may well 

h~~e been 1ustific5tion for tjern in the particular 

Corr:rnissioner an.a the Cou~ts ca.r~nct be ex1,ectE~d to accede 2t 

all =eadil~· to bpplication~ hal1ing the effect of delaying 

the ultimate !ssue of any licence. 

Foe ~hese re~sons we dismiss the appeals. 

In this Court the appella~ts will pay the sccona 

~esponde~t fer the cost of the appeals $30G0. There wi~l 

be no order for ccsts in the High Ccurt. 

'°'"'"~I ,1 

I \ ,:.--
.-, 1:·· 
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